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In re Patent Application of: 
Bodin DRESEVTC et al. 

Application No.: U/075,727 

Filed: March 15,2005 



Confirmation No.: 41 S8 
Art Unit: 2628 
Examiner: A. A. Caschera 



For- RENDERING INK STROKES OF 

VARIABLE WIDTH AND ANGLE _ December 5, 2008 

REPLY BRIEF 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

Appellants submit herewith a Reply Brief in triplicate as required by 37 C.F.R. § 1.192. 
This Brief on Appeal responds to the Examiner's Answer dated October 7, 2008. 

' For clarity, the issues presented in the Appeal Brief filed August 4, 2008, will be 
seated, and the Reply to the Examiner's Answer will correspond stn.ctura.ly to the arguments 

section in the Appeal Brief. 
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1. ISSUE ON APPEAL 

data 1, 4-9 and 13-17 stand rejected under 35 U.S.C. i 102(b) as being anHcipated by 
EUer, U.S. Patent No. 5,287,417. 

Claim 3 stands rejected under 35 U.S.C § 103(a) as being unpatentable over Eller in 
view of Bi, U.S. Patent No. 6,924,790. 

Claims 10 and 12 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Eller in view of Silverbrook, U.S. Patent No. 6,965,454. 

Claims 18-21 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over Eller in 
view of Lucas, U.S. Patent No. 6,201 ,528. 

Claim 22 is rejected under 35 U.S.C. § 103(a) as being unpatentable over EUer, 
Silverbrook and further in view of Lucas. 

Claims 1 9 16 and 17 stand rejected on the grounds of non-statutory obviousness^* 
double patenting as'being unpatentable over claims 2-4 of U.S. Patent No. 6,909,430 in view of 
EUer. 

The rejections of the claims 1, 3-10 and 12-22, as recited above, are being appealed. 



II. NEW 



£W POINTS OF ARGUMENT RAISED BY THE EXAMINER'S ANSWER 



Appellants are providing this Reply Brief to respond to new points of argument raised in 
the Examiner's Answer. Appellants do not disagree with paragraphs (1) - (8) of the Examiner's 
Answer. In fact, Appellants respectfully thank the Exammer for bringing to the Appellants 
.entionaty^^ 
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Appeal, specifically the fourth ground, should recite ciaims 16-2! stand rejected under 35 U.S.C. 
§ 103(a) as being unpatentable over Eller in view of Lucas. U.S. Patent No. 6,201 ,528. 

The specific new points of argument ft* are raised in paraphs (9) and (10) to which 
the Appellants disagree are as follows; 

1. The Examiner substantially reproduces the text found within the Final Rejection 
again for arguments in paragraph (9). However, following a good faith review of the context the 
Examiner's Answer as compared with the Fina. Rejection; it is reasonably believed that the 
position taken by the Bxamrner in paragraph (9) is to support his assertions made by paragmph 
(,0). The Examiner apparentiy believed i, was necessary .0 reproduce substantially the entirety 
of the Fina! Rejection (a, se, forth in paragraph (9)) to support the assertions made in paragraph 
(10). 

„ the intent in doing so was to create a record for the assertions and positions made in 
paraph (9), and men link those assertions and positions to the conclusions made in paragraph 
CO). The Examiner has apparently made a circumstantial conclusion, one no, based on the 
proper factual teachings or.legal elements to support vprimafacie rejection. 

tosofer as the Appellants are able to glean new intbrmation found within paragraph (9) it 
appears that the Examiner has reorganized certain sections relating to the dependent claims, bu, 
i, is not clear from the content of paraph (9) whether mere are substantially arty new 
arguments presented by the Examine, The Appellants respectMly preserve their right to further 
supplement the Reply as it pertains to at least paragraph (9). 

MRC/WDT/oms 
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^r-^ ° m At """"""'' Wl *" v ther *° 

The Examiner assert, that » applied under 35 U.S.C. § 102(b), dearly anticipates 
Appellants' claimed invention. However, ft. record of this applicant, including fne lengthy . 
argents asserted by the Examiner supports the converse. That is to say, Bller fails to 
anticipate Appellants' claimed invention, and ft. Examiner failed * meet the burden of a prima 
facie case of anticipation. In fact, «. Examiner fount * "—J- - — - *" f "" 
tap*. Uaps .Hen covins . tasis -** Bller, in *. 

cteimerf invention, with regards to claims 1 and 9. 

Furthermore, the Examiner has proceeded to support these four interpretive leaps by 

asserting alleged functional e,uivalents and inherent similarities between the claimed elements 

and the disclosure that Eller as a whole provides. 

T , A^,.n.,e . p.- Bef.re.ee Must TVa ch Every Eh - pent of the 

Pursuant to a prima feci, of anticipation under 35 U.S.C. § 102(b) the Examiner must 
rigorously determine that "M claim is anticipated only if each and every element as se, forth in 
the claim as found, either expressly or inherently described, in a single prior art reference." 
|M|1 n , ,„„„.„. lTm , F r . .. „^n <1 no.nfr, 1 ifon 1 ia(F^ 01,1987). In addition, 
when basing a rejectfon under a single reference 5 102, •* *r one reference shauU te .sea 
in making a rejection under 35 U.S.C. §102. 

„ MRC/WDT/bms 
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Ho^er.U.exp^memearfngofa.ermusedto.h.prtaaryr^nco.cx^ref^ 

or other evidence should be used to show meaning of a term used in to primary 
furthermore, to show to. a characteristic no. disclosed in the reference is inherent, m extra 
reference or evidence can be used ,0 show an inherent characteristic of a thing taught by the 
primary reference. MPEP 2131 .01 II and in. 

I, is we.l settled, to, explanation of the meaning of a term used in the prim** reference 
may be accomplished with extrinsic evidence. However, extrinsic evidence no, to -rf • 

In re Bji.trr Trrmol I .M (Fed, dr. 19ga 

I, is also well settled "to serve as an anticipation when the reference is silent about the 
asserted inherent characteristic, such a gap in the reference may be filled with — to 
extrinsic evidence. Such evidence must make clear that me missing descriptive matter is 
necessarily present in the thing described in the reference, and tot i, wouid be so recognized by 
persons of ordinary skill." Pnnti n^l Tan Co US X V H^nto Co ffed. Cir. 1»H 

Accordingly, Appellants respectfully assert to. the Examiner did not render a proper 
cordon of anticipation with El.er. Tta Examiner appears to have either improperly applied 
extrinsic evidence to expand to meaning of to terms and phrases used in EUer or, absent some 
extrinsic basts; Eller clearly suffers from several shortcomings tot result in a. leas, a gap in the 
asserted teaching. In which case to Examiner has impermissibly applied hindsight reasoning. 
Accordingly, to Examiner's tenuous use of at .east Eller has failed to make «- of 

5 MRC/WDT/bms 
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Ration with regards » claims 1. 4-9 and IS-" under 35 U.S.C. § 102(b) as being 

anticipated. 

Furthermore, Appellants respectful* assert .ha, me claimed invention is pa,entab.y 
distinct from any claim of anticipation or obviousness based at !eas, to par, upon Eher, since 
Eller is no, only patently distinct over Appellants' claimed invention. but also appears ,0 teach 
away from several of ,he saUent aspects, which Appellant have made numerous attempts ,o 
raise with the Examiner, 

The Examiner's tenuous constmction of Eller improperly attempts to redirect the clear 
teaching away with no fewer than four interpretive leaps. 

Accordingly, for all of the above bases, Appellants believes that Eller fails to anticipate 
Appellants' claimed invention. 

With regards to the operation of Appellants claimed invention, Appellants believe that 
the claimed invention, whereby a dynamic representation is display of the digital ink stroke as 
the ink stroke proceeds' from a first pen tip instance to a second pen tip instance is not found 
within the Eller reference. 

Specifically, EUer rcci.es for each data point input by the user, the recognizer maps the 
da,, point to a normalized data point ffi™ transforms the normalize* data point into a transform 
data point, and «h.» de.enn.nes when the transform data point is a shape-defining data point or 

, MRC/WDT/bms 
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aninterior-defming data point. > n<H >W H a rtfflr «M *» within 

„„, .■■■.Co . i r - - r-- — " «"«■ '" A '"^ e "' U ^'*• 

Appellants also respectively assert that there i, a great deal of activity by the Eller 

reference that - — *°<™ ™" Hff '" S ^ * 

■■ r „-,.^„ „ «... rrB ftu -kw -r^Jt n. .h . v *-*H»H "" rlb ^ -> 

^ r „ T -rr--"- - "» ^ ™^ 

column 2, lines 15-22. Clearly a distinct temporal break occurs since are graphic object mast be 
thoroughly recognized pursuant to the process summarized in column 2 of the Eller paten, See 

column 2, lines 1-22. 

With Eller, the graphic object is made op of a plurality of data points and for each data 
point input by a user the rccogruzer maps the data point to a normalized data point then, 
transforms the normalized data point into a transformed data point, andjhen, determines whether 
to transformed data point is a shape-defining data point or an interior defining data point. 
Based on the coordinates of the transformed data points and the coordinates of the data points 
m0 „, hy the user, - r -~ 1f -~ ^rntine, fte abates. Clearly an of this must 
happen before an attribute of the graphic object are determined. Such objects may include 
whether a line style and a transparent fill pattern are to be implemented. See, for example, 
column 2 7 lines 1 6-17. 



MRCAA/DT/bms 
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filler is notF'itnhlished a™ *"* 1 "SC 6 l 02 ^ 

Furthermore in the Examiner's Answer at paragraph (10) Appellants respectfully assert 
that contrary to the Examiner's statement, Eller has not been established to explicitly disclose the 
claimed system. See, for example the admitted interpretive leaps in the Examiner's Answer 
within paragraph (9). Appellants firmly believe that Eller fails to anticipate or disclose the 
instant claimed invention. Furthermore, Appellants respectfully indicate that the Examiner may 
nave impermissibly applied the elements of Eller out of the clear context that the Eller reference 
as a whole would teach. 

in addition 10 the assertion made previously, i. appears that from the Examines Answer 
at page 18, line 7. that the Examiner w„ impermissibly ..pplyinr * *Y»*™ element al 
.ft-. dir ^H u. , method. As such, and in addition to the assertions made 
previously her*, Appellants respectful assert that the element by element matching by the 
Examiner, in addition to the elear shortcomings previously indicated, also suffer from an 
improper construction and cannot support a jrtM fid. rejection. As such, Appellant 
respectfully assert the conclusions drawn by the Examiner, as supported by the Eller reference, 
are factually inapposite to the Appellants" claimed invention, and legally improper to support a 
prima facie rejection. 

Accordingly, Appellants respectfully maintain: 

A.) Claims 1 , 4-9 and 1 3-1 7 are patentable over Eller, 

0 MRC/WDT/bms 
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B. ) Claim 3 is patentably distinct over Eller in view of Buy; 

C. ) Claims 10 and 12 are patentably distinct over Eller in view of Silverbrook; 

D. ) Claims 18-21 are patentably distinguishable over Eller in view of Lucas; 

E. ) Claim 22 is patentably distinguishable over Eller, Silverbrook, and former in view 

of Lucas; and 

F. ) Claims 1, 9, 16 and 17 are patentably distinguishable over U.S. Patent No. 
6,909,430.in view of Eller. 



MRC/WDT/bm$ 
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m. CONCLUSION 



Appellants relies on 



the arguments set forth in Appellants' Appeal Brief for those issues 
the Examiner has merely repeated those assertions set forth in his claim rejection, For all of the 
reasons set ford, above, each of the rejections in the Examiner's Answer dated October 7, 2008, 

stfully requested that the Examiner be reversed on all grounds. 



is improper. It is therefore respect 



Dated: December 5, 2008 



Respectfully submitted, 




^Michael R. Cammarata wtc^**** 
v Registration No.: 39,491 „ TTW .„ T T o 

BIRCH, STEWART, KOLAS CH & BIRCH, LLP 

8110 Gatehouse Road 

Suite 100 East 

P.O. Box 747 

Falls Church, Virginia 22040-0747 
(703) 205-8000 
Attorney for Applicant 
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